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By the Board:

Appl i cant seeks to register the mark GRAND CANYON WEST
for “airport services; air transportation services;
arranging for recreational travel tours and providing
related transportation of passengers by air, boat, raft,
rail, tram bus, notorized on-road and off-road vehicl es,
non-notori zed vehicles featuring bicycles, and donestic
animals,” claimng February 14, 1988 as the date of first
use of the mark anywhere and in commerce.! Cpposer opposes
regi stration on the grounds that applicant did not use the
mark on all of the identified services as of the filing date

of the application, and that the proposed mark, when applied

! Application Serial No. 76484111, filed January 23, 2003.



Opposition No. 91162008

to the identified services, is nerely descriptive, and has
not acquired distinctiveness.

In its answer, applicant denied the salient allegations
of the notice of opposition. Applicant al so asserted
several affirmative defenses, none of which is now at issue.

This case now cones up on applicant’s notion (filed
June 7, 2005) to anend the recitation of services to delete
the reference to “rail, tram non-notorized vehicles
featuring bicycles, and donestic animals,” and to clarify
that the mark was first used in connection with “air
transportation services” on February 14, 1988; and on
opposer’s notion (filed June 27, 2005) for partial sunmmary
judgnment on the basis that the application is void ab initio
because applicant did not use the applied-for mark in
connection with transportati on of passengers by rail, tram
bi cycl e and donesticated aninals at the tinme it filed the
application. The parties have fully briefed the notions,
and we have considered both reply briefs. See Tradenark
Rule 2.127(a).

Qpposer’s position is that, if applicant did not use
its mark on certain of its identified services prior to the
filing date of the application, the application as a whol e
must fail. On the other hand, applicant’s inplicit position
is that, if the mark was not used on sone of its identified

services, applicant can cure this error by anending its
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application to delete those services in connection with
whi ch the mark had not been used.

The case law is clear that holding an application to be
void is an appropriate renmedy when the pleaded ground either
is fraud,? or that the applicant has not used the applied-
for mark on any of the goods or services identified in the
application prior to the filing of the application.?
However, notw t hstandi ng opposer’s liberal use of the term
“fraud” and its reliance on fraud cases in its sumary
j udgnent notion, we note that opposer has not pleaded fraud
as a ground for opposition. Mreover, in its summary
judgnent reply brief, opposer affirmatively states that it
does not seek sunmary judgnent on this issue. Thus, the
gquestion before us is whether a use-based application nust
be held to be void inits entirety, in the absence of a
fraud claim if an applicant did not use the mark on all of
the identified goods or services before filing the
application. For the reasons discussed bel ow, we hold that
as long as the mark was used on sone of the identified goods
or services as of the filing of the application, the

application is not void inits entirety.

2 Medinol Ltd. v. Neuro Vasx Inc., 67 USPQd 1205 ( TTAB 2003).
3 Laboratories du Dr. N.G Payot Estalissement v. Southwestern
O assics Collection Ltd., 3 USPQ2d 1600 (TTAB 1987); and CPC

International Inc. v. Skippy Inc., 3 USPQ2d 1456, 1460 (TTAB

1987).
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There are obvious distinctions between a claimof fraud
and a claimof nonuse of a mark for certain of the goods or
services identified in the application. A defendant commts
fraud by knowi ngly making fal se statenents as to a materi al
fact in conjunction with a trademark application or
registration. Mster Leonard Inc. v. Jacques Leonard
Couture Inc., 23 USPQ2d 1063, 1065 (TTAB 1992). ©Mbreover,
an allegation of fraud nust be proven “to the hilt” with
cl ear and convincing evidence. Smth International, Inc. v.
Ain Corporation, 209 USPQ 1033, 1043-44 (TTAB 1981). In
contrast, a defendant’s intent is not an element of a claim
that a mark was not used on certain of the identified goods
or services, nor is an enhanced standard of proof required.

In prior decisions, the Board has made a distinction in
the renmedies for fraud and for nonuse on sone, but not all,
of the identified goods and/or services. For exanple, in
Rogers Corp. v. Fields Plastics & Chemcals, Inc., 176 USPQ
280 (TTAB 1972), aff’d, 181 USPQ 169 (CCPA 1974), in which
inter alia, the opposer alleged fraud because “applicant has
never used the mark on sone of the goods listed in the

application,” the Board found that the applicant had not
commtted fraud even though the identification of goods
i ncl uded sonme proposed, rather than actual, uses of the
mar k; instead, the Board determ ned that the applicant

should be required to limt its identification of goods to
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t hose goods on which there had been use as of the filing
date of the application. Simlarly, in Medinol v. Neuro
Vasx, supra, at 1208 n.9, in which the Board found fraud,
the Board stated that, if the finding of fraud were
overturned, the registration would have to be anended to
del ete the goods for which the mark had not been used, thus
indicating that, in the absence of fraud, the registration
woul d survi ve.

Nor is it appropriate to treat applicant’s nonuse of
its mark on sone of the identified services in the sane
manner in which we would treat an applicant’s conplete
failure to nake use of its mark before filing the
application on any of its identified services. It is clear
that an applicant cannot obtain a registration under Section
1 of the Trademark Act for goods or services upon which it
has not used the mark. 15 U.S.C. 8§ 1051. Prior to the
Trademar k Law Revi sion Act of 1988 (TLRA), Public Law 100-
667, 102 Stat. 3935, which permtted applications to be
filed on the basis of an applicant’s bona fide intention to
use the mark in commerce (see Section 1(b) of the Trademark
Act), an application would be deened void ab initio if the
appl i cant had nade no use of the mark in commerce. See,
e.g., Interned Communi cations, Inc. v. Chaney, 197 USPQ 501
(TTAB 1977). Even at that tinme, however, an application was

not deenmed void ab initio if the applicant had nade use on
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sone, but not all, of the goods or services. See, e.g.,
Rogers v. Fields Plastics & Chem cals, supra.

Because there is a clear distinction between the
situations in which an applicant has coommtted fraud, or has
not used the mark on any of the goods or services identified
inits application, and the present situation, in which
opposer clains only that applicant did not use its mark in
connection with sone of the services identified in its
application as of the filing of the application, we believe
that the renedy for the two fornmer clains is inappropriate
in the present situation.

Mor eover, changes in the Trademark Statute provide a
policy justification for our position that an application
shoul d not be treated as void as long as the mark was used
on sone of the identified goods or services at the tinme the
application was filed. Effective October 30, 1999, an
applicant who files under Section 1(a) of the Trademark Act
may seek to anend its application to substitute Section 1(b)
as its filing basis and maintain its original filing date.
See Trademark Law Treaty I nplenentation Act of 1998 (TLTIA),
Pub. L. No. 105-330, 112 Stat. 3064. |In Leeds Technol ogi es
Ltd. v. Topaz Commrunications Ltd., 65 USPQ2d 1303 (TTAB
2002), the Board extended the rationale behind the TLTIA
anendnent to Board proceedings to permt post-publication

anendnents to the filing basis of an application.
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Therefore, in the absence of a fraud claim an applicant who
bases its application on Section 1(a) (use in commerce) but
who did not use the mark on sone or all of the goods or
services identified in the application may “cure” this
probl em by anmending its basis to Section 1(b) (intent to
use).*?

Applicant has filed a notion to anend its application
to delete the services for which opposer clains applicant
did not use the mark as of the filing of the application.

In so doing, applicant has essentially agreed to accept
judgnment with respect to those services. |In view of the
nature of opposer’s allegations, and the foregoing

di scussion, we find that applicant’s proposed anendnent is
appropriate. Accordingly, applicant’s notion to anend is
granted.®

Applicant’s recitation of services is changed from
“alrport services; air transportation services; arranging
for recreational travel tours and providing rel ated
transportati on of passengers by air, boat, raft, rail, tram

bus, nmotorized on-road and off-road vehicles, non-notorized

* W note that applicant has not filed a notion to amend the
filing basis.

°® The del etion of these services fromthe application does not
precl ude opposer fromnmoving to amend its notice of opposition to
assert a ground of fraud based on the initial inclusion of these
services in the application, assuning, of course, that opposer
has a good faith belief that such a ground is warranted. Medino
v. Neuro Vasx, supra, at 1208 (“del etion of the goods upon which
the mark has not yet been used does not renmedy an all eged fraud
upon the O fice”).
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vehi cl es featuring bicycles, and donestic animals,” to:
“alrport services; air transportation services; arranging
for recreational travel tours and providing rel ated
transportati on of passengers by air, boat, raft, bus, and
notori zed on-road and off-road vehicles.” [In addition,
applicant’s date of first use remains February 14, 1988;
applicant’s notion to clarify that this date applies to its
air transportation services is granted.

Opposer’s notion for summary judgnent is granted only
to the extent that judgnent is entered agai nst applicant on
the ground that applicant did not nmake use of its mark in
connection with the follow ng services: providing
transportati on of passengers related to recreational travel
tours by neans of rail, tram non-notorized vehicles
featuring bicycles, and donestic animals. The notion for
summary judgnent is otherw se denied.

Proceedi ngs are resuned. D scovery renmains closed, and

trial dates are reset as foll ows:
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DISCOVERY PERIOD TO CLOSE: CLOSED

Thirty-day testimony period for party in position of plaintiff toclose:  June 15, 2006

Thirty-day testimony period for party in position of defendant to close: August 14, 2006

Fifteen-day rebuttal testimony period to close: September 28, 2006

In each instance, a copy of the transcript of testinony
together with copies of docunentary exhibits, must be served
on the adverse party within thirty days after conpletion of
the taking of testinony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark
Rul es 2.128(a) and (b). An oral hearing will be set only

upon request filed as provided by Trademark Rule 2.1 29.



